Recent IP Developments that Affect Licensing

Raymond T. Nimmer

Rnimmer@uh.edu

I.
No presumption of permanent injunction; four-part test applies
II.
Technology Restraints as a Support for License Restrictions

III.
Lear doctrine and the licensee’s right to challenge validity
IV.
Federal dilution law revised

V.
Inducement as indirect liability

VI.
First sale and ownership of copies and machines

VII.
Preemption does not preclude “no reverse engineering clauses”

VIII.
No Contest Clauses and Estoppel - Trademark

IX.
Quality Control in Trademark License

X.
Non-rights licensing

XI.
Linking and the Display Right

XII.
Work for Hire and Implied License
XIII.
Degree of copyright protection

XIV
Visual Arts

XV.
Publicity right
XVI.
Trademark use
--------------

I.
No presumption of permanent injunction; four-part test applies

· Ebay, Inc. v. Merexchange, LLC, 2006 WL 1310670, -- US – (2006)

· The Court held that injunctions are an appropriate remedy for infringing a patent, but not in all cases.  It ruled that a traditional four-factor test applies in patent cases as it does in other cases.  That result creates the potentially unfortunate result that an owner of property who proves a defendant is infringing might not receive judicial assistance in ordering the defendant to stop.  

· The Court laid to rest two extreme theories about IP remedies.  One theory was what Ebay described as “automatic injunction”– permanent injunctions automatically issue on a finding of infringement except in unusual cases.  The Court rejected the automatic injunction rule because it ignores the traditional four-part test which demands an equity analysis to determine if damages alone are an adequate remedy or whether equity requires an injunction too.  The “automatic injunction” approach treated patents differently from other property. 

· The other rejected theory, used in the District Court, would categorically preclude injunction in many cases, including where the patent owner does not itself exploit the patent but simply seeks to license it for royalties.  Merchexchange had no business other than licensing its patents. The Supreme Court unanimously rejected the District Court approach. “[The] District Court [held] that a “plaintiff’s willingness to license its patents” and “its lack of commercial activity in practicing the patents” [established] that the patent holder would not suffer irreparable harm if an injunction did not issue. But traditional equitable principles do not permit such broad classifications. [Some] patent holders … might reasonably prefer to license their patents, rather than … to bring their works to market themselves.”

· The “four part test.” To obtain an injunction, a plaintiff must demonstrate: (1) that it suffered or will suffer an irreparable injury; (2) that remedies available at law, such as monetary damages, are inadequate to compensate for that injury; (3) that, considering the balance of hardships between the plaintiff and defendant, a remedy in equity is warranted; and (4) that the public interest would not be disserved by a permanent injunction.  

II.
Technology Restraints as a Support for License Restrictions

· DMCA § 1201: Illegal to circumvent or to traffic in technology designed to circumvent technological controls on access to copyrighted works.

· Davidson & Assoc. v. Jung, 2005 WL 2095970 (8th Cir. 2005) (requiring code to use online version of game was a DMCA device wrongly circumvented by reverse engineering to create duplicative online system)
· Pearl Investments, LLC v. Standard I/O, Inc., 257 F.Supp.2d 326 (D Me 2003) (DMCA violated re VPN)

· Static Control v. Lexmark, 387 F.3d 522 (6th Cir. 2004) (No DMCA violation; plaintiff explicitly restricted the use of third-party toner cartridge refills for customers opting to buy toner cartridges at a discount under a shrinkwrap agreement but control system not qualify under DMCA because code could be access through memory dump without circumventing restrictions)
· Storage Technology Corp. v. Custom Hardware Engineering & Consulting, Inc., 2005 WL 2030281 (Fed. Cir. 2005) (no DMCA violation for circumventing code that barred access to maintenance code since access did not facilitate or involve infringement; although use of code not licensed, code was not copies as a result of access (it was already in memory) and use was permitted via Section 117c)
· Agfa Monotype Corp. v. Adobe Sys. Inc., - F.Supp.2d - (ND Ill. 2005) (Embedded license terms are not a DMCA control device)

· Auto Inspection Services, Inc. v. Flint Auto Auction, Inc., 2006 WL 3500868 (ED Mich. 2006) (“[It] is questionable that AIS's user detection feature constitutes a technological measure that controls access to a protected work. The protected work in this case is the source code of the Program. The user detection feature is a part of the program itself and in no way controls access to the source code; rather, it merely alerts AIS as to who is using the Program. … Moreover, this feature only comes into play after a user has conducted an inspection, and does not prevent unauthorized users from accessing the Program.”).

III.
Lear doctrine and the licensee’s right to challenge validity

· Lear, Inc. v. Adkins, 395 U.S. 653 (1969) (Federal patent policy preempts application of state doctrine of licensee estoppel; federal interest in allowing challenges to patent validity)

· Medimmune, Inc. v. Genentech, Inc., 2007 WL 43797 (U.S. 2007) (Patent licensee can challenge the validity of a licensed patent even though it continued to pay royalties under the license.  The challenge was brought as a declaratory judgment action and the Court addressed the case in terms of Article III standing, rather than as an issue of patent or intellectual property law or policy.  It held that standing existed in that the continued payment of royalties was “coerced” the threat of a patent infringement suit and attendant remedies.  There was a case or controversy between the parties.

· The Court did not address issue about whether contract doctrines might render this challenge unenforceable because the challenging party cannot both accept the benefits of a contract and contest its validity, or whether a promise to not sue for invalidity would be enforceable.  It only addressed the procedural question of whether the claim could be brought and not the substantive issue of whether the claim should succeed. 

· Go Medical Indus. Pty, Ltd v. Inmed Corp., 2006 WL 3041853, 80 USPQ2d 1629 (Fed. Cir. 2006) (Lear doctrine permitting patent licensee to cease making payments during time it challenges validity in courts did not apply to relieve licensee of obligation to pay royalties after another court invalidated the patent in suit by licensor and while that case was on appeal).

IV.
Federal dilution law revised

· Federal trademark dilution law was substantially amended in 2006.

· The 2006 amendments over-ruled a Supreme Court decision that, based on the language of the prior act, held that no remedy for dilution could be obtained without proof of actual dilution, rather than a likelihood of dilution.  

· In addition to over-ruling that concept, however, the amended statute clarifies and modifies many other aspects of dilution law.

V.
Inducement as indirect liability

· Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 125 S. Ct. 2764, 162 L. Ed. 2d 781 (U.S. 2005) established an action for “inducing” copyright infringement.  The rule raises questions about its scope and how it affects other relationships, including ordinary licensing arrangements where the licensed use infringes copyright or patent rights.
· Liability for inducing wrongful behavior has a long history in patent law.  It has been in the Patent Act since 1952 ("Whoever actively induces infringement of a patent shall be liable as an infringer." 35 U.S.C. § 271(b)). The patent statute refers to “active” inducement, a term the Supreme Court did not use in describing the copyright rule.  While cases in patent law provide some guidance, the circumstances involving inducing patent infringement are different in many ways.  

· While Grokster arose in a mass-market setting, its implications are far broader.  Grokster involved a licensing system.  

· First, as with any type of indirect infringement (e.g., being held liable for what someone else does), there needs to be direct infringement.  But the induced target does not have to be a specific person.  Selling, licensing, or giving away a product with intent to induce an infringement which then occurs can be infringement by the distributor.
· Second, the inducement must have some connection to infringement that occurs.  

· Third, inducement is different from substantially contributing to infringement.  The difference lies in intent, the words and the motivations involved. For inducement, it is not necessary that the inducer substantially contribute to the infringement.  The patent law cases are unclear on whether you must know that the acts infringe a patent, as compared to knowing what acts are being induced, but that difference will seldom be relevant in copyright contexts.
· Conduct that constitutes contributory infringement or vicarious liability often constitutes “inducement.”  But there are acts that constitute inducement and meet neither of the other two causes of action.  That is, you can infringe by inducement even if 1) you lack the control and financial incentive for vicarious liability, and 2) you did not substantially contribute to infringement with knowledge that it was happening.

· Here are a few guidelines:

· Distributing a product that has both infringing and non-infringing uses: Results in inducement liability or not depending on how the product is marketed.  Marketing will be viewed in context, rather than simply in terms of what is directly said. Distributing a “copy” program without more is not inducement.

· Licensing a technology: Inducement liability hinges on the nature of the license and the authority of the licensor.  Some licenses do not grant a “right” to do specific acts, but merely a promise that, if you do those acts, I will not sue for infringing my rights.  Whether or not your acts infringe others’ rights is not pertinent.
· Indemnity clause in a transfer: Is not in itself proof of intent to induce, but might be so in context where the goal of the transferor is to cause the infringing acts to occur.
· Distributing a technology that allows the user to circumvent copy protection technology: This is now at risk under copyright law.  It has always been at risk under DMCA and the federal Communications Act.
· Metro-Goldwyn-Mayer Studios, Inc. v. Grokster, Inc., 454 F.Supp.2d 966 (CD Cal. 2006) (distributor had the requisite intent to render it liable under the inducement doctrine for copyright infringement committed by software users)

· See Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F.2d 1464 (Fed. Cir. 1990) (proof of intent to cause infringement is required); Metabolite Laboratories, Inc. v. Laboratory Corp. of Am., 370 F.3d 1354 (Fed. Cir. 2004) (liability based in part on publications instructing use in way that infringed patent); Linear Technology Corp. v. Impala Linear Corp., 379 F.3d 1311 (Fed. Cir. 2004); Frazier v. Layne Christensen Co., 370 F.Supp2d 823 (WD Wisc. 2005) (Liability for patent inducement requires proof of actual infringement)

VI.
First sale and ownership of copies and machines

· DaimlerChrysler Services, N.A., LLC v. Summit National, Inc., 2005 WL 1994321 (6th Cir. 2005) (Whether copyright violation existed or whether there was copy ownership was not material to contract breach claim)

· DSC Communications v. Pulse Communications, 170 F.3d 1354 (Fed. Cir. 1999) (licensee not owner if license substantially restricts use of program)
· LG Electronics Inc. v. Bizcom Electronic, Inc., 453 F.3d 1364 (Fed. Cir. 2006) No implied license to use product properly sold by licensee where licensee transferred product to a computer manufacturer who then combined that product with other components, resulting in a system that allegedly infringed the licensor’s patents.  In this case, the licensee had expressly disclaimed any inference that its license from the patentee extended to any of computer system manufacturers' products made by combining licensee's product with non-licensed components.  As a result, no such license could fairly be implied. “Although Intel was free to sell its microprocessors and chipsets, those sales were conditional, and Intel's customers were expressly prohibited from infringing LGE's combination patents.  The "exhaustion doctrine ... does not apply to an expressly conditional sale or license," so LGE's rights in asserting infringement of its system claims were not exhausted.”

· BASF Agrochemical Products v. Unkel, 2006 WL 3533133 (WD La 2006) (First sale did not apply where seeds were subject to a stewardship agreement that limited replanting, even though defendant did not execute that agreement).

· Monsanto Co. v McFarling, 302 F.3d 1291 (Fed. Cir. 2002) (No misuse; sale restrictions enforced)
· Mallinckrodt, Inc. v. Medipart, Inc., 976 F2d 700 (Fed. Cir. 1992) (conditional terms of contract)
· Practiceworks, Inc. v. Professional Software Solutions of Illinois, 2004 WL 1429955 (D. Md. 2004) (Dealer licenser terminated; dealers not owners of copies because subject to restrictions)

VII.
Preemption does not preclude “no reverse engineering clauses”

· Altera Corp. v. Clear Logic, Inc., 2005 WL 2233252 (9th Cir. 2005) (SPCA violation; use bitstream data not protected reverse engineer; copyright does not preempt contract; no misuse)

· Bowers v. Baystate Technologies, Inc., 320 F3d 1317 (Fed. Cir. 2003) (Shrinkwrap license enforced; no reverse engineering clause valid and not preempted)

· Davidson & Assoc. v. Jung, 2005 WL 2095970 (8th Cir. 2005) (no preemption of no reverse engineering clause contained in the license - licensee waivedc fair use privilege; requiring code to use online version of game was a DMCA device wrongly circumvented by reverse engineering to create duplicative online system)
· Edelman v. N2H2, 263 F. Supp.2d 137 (D 2003) (No right or privilege to reverse engineer Internet filtering software)
VIII.
No Contest Clauses and Estoppel – Trademark

· Creative Gifts, Inc. v. UFO, ‑‑‑ F3d ‑‑‑, 2000 WL 1843238 (10th Cir. 2000) (Trademark licensee estopped from asserting that license was a naked assignment) (alleged acquiescence did not convert trademark at will license into non-revocable license)

· Four Seasons Hotels & Resorts B.V. v. Consorcio Barr, S.A., 267 F.Supp.2d 1268 (S.D. Fla. 2003) Licensee acknowledged the validity of licensed marks under license agreements and, therefore, was estopped from challenging the validity of such marks in trademark infringement suit brought by licensor.

· Idaho Potato Comm’n v. M & M Produce Farm & Sales, 335 F.3d 130 (2d Cir. 2003) A balancing test applies as to whether a no-contest clause can be enforced in patent cases and have only enforced no-challenge contract provisions when the interests in doing so outweigh the public interest in discovering invalid patents.  The same approach applies in license of a certification mark.   Here, the public interest outweighed the interest in enforcing the contract term.

IX.
Quality Control in Trademark License

· Barcamerica Int’l USA Trust v. Tyfield Importers, Inc., 289 F.3d 589 (9th Cir. 2002) Here, there was a failure of quality controls; formal quality control may be not required where the particular circumstances of the licensing arrangement, such as where the licensor is sufficiently familiar with and relies on the licensee’s own efforts to control quality, indicate that the public will not be deceived.  However, the trademark owner, who licensed the use of its mark to licensee for use in connection with wine sold by licensee, only randomly tasted the wine sold by licensee under licensed trademark, and failed to produce any evidence of his knowledge concerning the quality of the winemakers in charge of licensee’s product.

· Four Seasons Hotels & Resorts B.V. v. Consorcio Barr, S.A., 267 F.Supp.2d 1268 (S.D. Fla. 2003) While the Lanham Act permits the controlled licensing of trademarks, a licensor owes an affirmative duty to the public to assure that, in the hands of his licensee, the trademark continues to represent that which it purports to represent; a licensor may engage in misuse of licensed mark if licensor, though the relaxation of quality controls, permits inferior products to be presented to the public under his licensed mark.
· Hallo Management, LLC v. Interland, Inc., 2004 WL 1781013 (ND Cal. 2004) (TM license was naked license, abandoning mark; license merely said observe commercially reasonable standards, and licensor did not extensive monitor quality)

· Ritchie v. Williams, 395 F3d 283 (6th Cir. 2005) (naked license invalidated trademark)
· Vais Arms, inc. v. Vais, 2004 WL 1903255 (5th Cir. 2004) (TM abandoned)

X.
Non-rights licensing

· Ross, Brovins & Oehmke, P.C. v. Lexis Nexis Group, 463 F3d 478 (6th Cir. 2006) (while a developer's selection of legal forms to comprise a compilation of forms was sufficiently creative for copyright protection, there was no infringement when another party developed a compilation that included 61% of developer's form selection.  This did not constitute a sufficiently large percentage of the same forms to permit a finding of copying. But contract terms might apply and would be enforced).

· Register.com v. Verio, Inc., 356 F.3d 393 (2nd Cir. 2004) (contract formed despite lack of click assent; notice of intent to impose terms was adequate and court affirms injunction on contract and trespass issues)

· Siedle v. National Ass’n of Securities Dealers, Inc., 248 F.Supp.2d 1140 (MD Fla. 2003) (Online agree enforceable; prevents commercial use of data; contract interpretation issue)
XI.
Linking, Caching and the Display Right

· Live Nation Motor Sports, Inc. v. Davis, Live Nation Motor Sports, Inc. v. Davis, 2006 WL 3616983 (N.D. Tex. 2006). the defendant linked to live Internet webcasts of motor sports and displayed them on its website without permission.  The originator of the webcasts argued that the defendant "streams" the live webcast of the races on his website in "real time," which causes it irreparable harm by limiting its right to sell sponsorships or advertisement on its own website as the "exclusive source" of the webcasts.  The court held that this use of the original, copyrighted webcacts violated the copyright owner’s display right.
· Perfect 10 v. Google, Inc., 416 F.Supp.2d 828, 78 U.S.P.Q.2d 1072 (CD Cal. 2006) (Linking to full size images did not constitute a display of them, display was by the originating site; however, creation and display of thumbnail images in connection with image-based search engine was unauthorized display of the copied images, but was not a distribution of those images; this use was not likely to be found to be fair use).
· Field v. Google, Inc., 412 F.Supp.2d 1106 (D Nev. 2006) (Operator of Internet search engine did not directly infringe copyrighted works published on author's website; when search engine users clicked on "cached" links to web pages containing author's works and downloading copies of those pages from operator's computers because it was users, not operator who created and downloaded copies of cached web pages). 
· Parker v. Google, Inc., -- F.Supp.2d – (ED Pa 2006) (Search engine's automatic archiving of USENET postings and excerpting of web sites in its results to users' search queries do not constitute direct copyright infringement for those actions lack the necessary volitional element.).
XII.
Work for Hire and Implied License

· Aymes v. Bonelli, 47 F.3d 23 (2d Cir. 1995) (Court held that developer owned the copyright, but the court noted that, “Aymes was paid by Island to design a program specifically for Island’s use, and for those efforts he earned in excess of $70,000.  Island, therefore, had a right to use the program for its own business purposes.” 

· Krause v. Titleserv, Inc., 402 F.3d 119 (2nd Cir. 2005) (Client was owner of software copy applying the DSC approach since there were no relevant restrictions on use; 117 does not depend on formal title, but on rights given or reserved)

XIII.
Degree of copyright protection

· Auto Inspection Services, Inc. v. Flint Auto Auction, Inc., 2006 WL 3500868 (ED Mich. 2006) (“Assuming FAA did have access to the source code, there is no evidence that the alleged infringing program is substantially similar to AIS's Program”; insufficient evidence was presented to show legal similarity since both programs were substantially dictated by need to conform to the particular user’s specific guidelines)

· Meridian Project sys., inc. Hardin Construction Co. LLC, 426 F.Supp.2d 1101 (ED Cal. 2006) (shrinkwrap licensee's verbatim copying of copyrighted help files text in documentation was infringing, but issue of fact issue existed as to whether specification licensee wrote for replacement product was substantially similar to help files text).

· Meshwerks, Inc. v. Toyota Motor Sales U.S.A., Inc., --- F.Supp.2d --, 2006 ILRWeb (P&F) 2631 (D Utah 2006). An alleged infringement of animated three-dimensional digital images of automobile designs.  In granting a summary judgment of noninfringement, the court pointed to the fact that the images were executed to replicate as closely as possible the selected Toyota car models.  In effect, they were product illustrations lacking any attempt to introduce creative elements. Regardless of the skill required, a "mere replication" resulting in "accurate" images lacked the spark necessary for copyright protection.

XIV
Visual Arts

· Action Tapes, Inc. v. Mattson, 462 F.3d 1010 (8th Cir. 2006), the copyright owner sought to enforce the terms of the computer program rental rules against a company that was lending copies of software used to make embroidery stitching, but the copyright owner had only registered the copyright for the stitching designs, not the program.  The court held that the rental rules did not apply since this was a copyright in visual arts, not in a computer program.  The visual arts copyright registrations for embroidery designs stitched by the computer-operated sewing machines did not satisfy statutory requirement of registration before copyright owner could sue. 

· National Association for Stock Car Auto Racing, Inc. v. Scharle, 184 Fed.Appx. 270 (3d Cir. 2006) (“ “The district court found that Scharle's drawings for the trophy fell outside the purview of VARA [because] Scharle's works were drafts which did "not exist in a single copy or a limited quantity of signed and numbered copies, but instead as multiple attempts to arrive at the optimal design for the trophy." We agree with the district court's conclusion.  We note, however, that there is at least one other ground upon which the district court could have relied upon in concluding that VARA did not apply to Scharle's work.  We believe that the court could have concluded as a matter of law that Scharle created technical drawings, diagrams, or models for the trophy, and are therefore excluded from the definition of "works of visual art.").

· Blanch v. Koons, 467 F3d 244 (2nd Cir. 2006) (use of copyrighted photograph from a fashion magazine in collage painting was fair use;  the use was transformative, since it was used as part of commentary on the social and aesthetic consequences of mass media, artist copied a reasonable portion of the photograph to fulfill his purpose of conveying the "fact" of the photograph to viewers; his use had no deleterious effect upon the potential market for or value of the photograph.).

XV.
Publicity right

· Laws v. Sony Music Entertainment, Inc., 448 F3d 1134 (9th Cir. 2006). Sampled sounds were used pursuant to a license from the copyright owner of the recording, but not from the artist herself.  Although recognizing that publicity rights claims are not fully preempted in all cases, this court held that the particular claim (grounded in reproducing recorded sounds), was within the scope of copyright law and preempted by copyright.  While a publicity claim requires proof of “commercial use”, this element did not qualitatively distinguish this particular claim from a mere copyright infringement claim.  In what might be described as an attenuated argument about a close question, the court concluded that the essence of the claim had to do with unauthorized use and reproduction of the master recording of the original work, rather than use of the plaintiff’s vocal image. 
· Toney v. L’Oreal USA, Inc., 406 F.3d 905 (7th Cir. 2005). A claim under the Illinois Right of Publicity Act was not preempted by the Copyright Act. Toney was a model who had posed for photographs used to promote hair-care products on product packaging and in national advertisements.  The defendants owned the copyright for the photograph of Toney that was used, and had a right to use it for a limited time.  In apparent violation of their understanding, defendants continued to use the photographs in their advertising beyond 2000.  The Seventh Circuit concluded that “Toney's identity is not fixed in a tangible medium of expression. There is no "work of authorship" at issue in Toney's right of publicity claim.  A person's likeness--her persona--is not authored and it is not fixed.  The fact that an image of the person might be fixed in a copyrightable photograph does not change this.... The fact that the photograph itself could be copyrighted, and that defendants owned the copyright to the photograph that was used, is irrelevant to the [right of publicity] claim.... The defendants did not have her consent to continue to use the photograph....”

XVI.
Trademark use

· Rescuecom Corp. v. Google, Inc., 2006 WL 2811711 (ND NY 2006). held that the search engine was not using the trademark identifier as a mark, even if its use satisfied “in commerce” standards.  The court characterized the search engine company’s use of the mark as internal use and as not related to the sale of any goods or services in the manner of a mark related to those goods or services.  “In the absence of allegations that defendant placed plaintiff's trademark on any goods, displays, containers, or advertisements, or used plaintiff's trademark in any way that indicates source or origin, plaintiff can prove no facts in support of its claim which would demonstrate trademark use.”

· Gregerson v. Vilana Financial, Inc., 2006 WL 3227762 (D. Minn. 2006) (party to litigation set up several websites that contained material adverse to the other party.  The sites used similar names as the other party and the actor used metatags to attract Internet users to the sites.  Court held no preliminary injunction was appropriate: "A defendant's use of a trademark in metatags in a descriptive manner can constitute a non-infringing fair use." In addition, although the balance of harm could arguably tip in Defendants' favor because visitors to Gregerson's web sites are reading critical comments about Defendants, Gregerson does have a First Amendment right to free expression. Also, the public interest factor does not weigh strongly in favor of either side since the public has an interest in the enforcement of both the trademark laws and the First Amendment.”).  Compare International Profit Assoc., Inc. v. Paisola, 2006 WL 3302850 (N.D. Ill. 2006) (Reasonable likelihood of success on TM infringement and cyber squatting claim where defendant used plaintiff name in Google adwords and also registered virtually identical site to that registered by plaintiff.  Defendant published adverse opinions about plaintiff and offered to sell for large sum to plaintiff.).

· Picture It Sold, Inc. v. ISold It, Inc., 2006 WL 2467552 (9th Cir. 2006) (Trademark holder was not entitled to injunction absent evidence that competitor used or purchased keyword advertising on protected phrase; “Even assuming Picture It Sold has a protected interest in the phrase "picture it sold," on the record before us, there is insufficient evidence that I Sold It has used or purchased keyword advertising on that phrase”.).

· Buying for the Home, LLC v. Humble Abode, LLC, 2006 WL 3000459 (D NJ 2006) (Lanham Act's "use" requirement was satisfied on allegations that competitor purchased protected trademark of online retailer of bedroom furniture as keyword on Internet search engine and competitor used that keyword to trigger commercial advertising which included hypertext link to competitor's furniture retailing website; purchase of keyword was commercial transaction that occurred "in commerce," and traded on value of mark of online retailer, and competitor's use was both "in commerce" and "in connection with any goods or services.").  Compare J.G. Wentworth S.S.C. Limited Partnership v. Settlement Funding LLC, 2007 WL 30115, *8 (E.D.Pa 2007) (the purchase of the keyword was a commercial transaction that occurred “in commerce,” trading on the value of Wentworth’s mark, and defendant’s use was both “in commerce” and “in connection with any goods or services” because Wentworth’s mark was used to trigger commercial advertising which included a link to defendants' retail website).
· Merck & Co. v. Mediplan Health Consulting, Inc., 2006 WL 1418616, ‑‑‑ F.Supp2d ‑‑‑ (SD NY 2006) (”Here, defendants' use of the search engines is similar. The search engine companies included the keyword "Zocor" in their internal directories of keywords. When a computer user typed in the keyword Zocor, she would be offered, by virtue of the internal search engine processes, sponsored links to defendants' websites, in addition to the actual websites generated by the search engine program using neutral and objective criteria. This internal use of the keyword "Zocor" is not use of the ZOCOR mark to indicate source or sponsorship. It may be commercial use, in a general sense, but it is not trademark use. Indeed, if anything, keywording is less intrusive than pop‑up ads as it involves no aggressive overlaying of an advertisement on top of a trademark owner's webpage.”).  

· Compare Australian Gold, inc. v. Hatfield, 436 F.3d 1228 (10th Cir. 2006) (resellers' unauthorized use of manufacturer's trademarks on websites and metatags, payment of fee to have their websites listed in preferred position when users searched for manufacturer's marks, and their continued use of such tactics even after they stopped selling manufacturer's products, caused initial interest confusion.).
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