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Union Carbide v. Shell Oil (Fed. Cir.)

Defendant could infringe under
271(f)(1) by exporting a catalyst that would be
used in practicing a patented method

Dissenters from the order denying the petition
for rehearing en banc argue that a component
of a method claim is a step, not material, and
that 271(f) should not apply to method claims

Microsoft not liable for copies of Windows
software made outside the United States, even
if copies would infringe if made inside the
United States and even if copied from a master
disk exported from the U.S.

Claim was a system claim, and component of
the system would have to be the specific
software used
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Since software would have been generated
or created abroad, it was not supplied from
the U.S.

Footnote 13 suggests that may still apply to
method claims, as held in Shell Oil

“We need not address whether software in the
abstract, or any other intangible, can ever be a
component under - 271(f). If an intangible
method or process, for instance, qualifies as a
‘patented invention” under - 271(f) (a question
as to which we express no opinion), the
combinable components of that invention might
be intangible as well. The invention before us,
however, AT&T’s speech-processing computer,
IS a tangible thing.”
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Recognize that sales out of U.S. might be
covered

Royalties should be based on what would
“otherwise infringe”

> QUESTIONS ©
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