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I. FROM WHERE HAVE WE COME?  Markman and Its Progeny

Ever since the Supreme Court’s landmark decision in Markman v. Westview Instruments Inc., the Federal Circuit has struggled to implement consistently the Court’s admonition that claim construction is “an issue for the judge, not the jury.”
  In the 10+ years since Markman, the Federal Circuit has repeatedly honed the methodologies for divining the meaning of patent claims.  Over that time, the Federal Circuit’s ever-evolving claim construction jurisprudence appears to have come full circle, with a present doctrine that looks remarkably similar to that it espoused immediately post-Markman.

A. Vitronics – What Evidence Is Relevant?

Handed the Supreme Court’s pronouncement in Markman that claim construction is a primarily legal issue, within the exclusive province of judges, the Federal Circuit attempted to define guiding principles governing “where and how to find the meaning of claims.”
  In Vitronics Corp. v. Conceptronic, Inc.,
 the Federal Circuit described the various evidence pertinent to claim construction and explained the proper weight courts must give to each category of evidence.  In Vitronics, the court identified both “intrinsic evidence (e.g., the patent specification and file history) and extrinsic evidence (e.g., expert testimony).”
  Calling intrinsic evidence, “the most significant source of the legally operative meaning of disputed claim language,” the Federal Circuit affirmed that courts “should first look to the intrinsic evidence of record, i.e., the patent itself, including the claims, the specification and, if in evidence, the prosecution history.”
  Although Vitronics cautioned that “[i]n most situations, an analysis of the intrinsic evidence alone will resolve any ambiguity in a disputed claim term,” where ambiguity remains, “extrinsic evidence in general, and expert testimony in particular,” may aid the court in reaching a proper understanding of the claims.

B. Texas Digital – What Would Noah Webster Do?

After several years of unpredictability, however, the court signaled a sea change in Texas Digital Systems, Inc. v. Telegenix, Inc.
  While emphasizing that the intrinsic evidence, specifically the claim language, remained the central focus of claim construction, Texas Digital clarified that certain extrinsic sources, such as dictionaries, treatises, and encyclopedias, serve to “aid in the task of determining meanings [of claim terms] that would have been attributed by those of skill in the relevant art . . . .”
  Such sources, the court explained, represent “unbiased reflections of common understanding not influenced by” expert testimony, events subsequent to the grant of the patent, or other extrinsic (possibly biased) sources.
  Texas Digital, therefore, directed district courts to use interpretive aids such as dictionaries to ascertain the plain meaning of claim terms without resort to the written description and/or prosecution history of the patent—steps that “invite[] a violation of our precedent counseling against importing limitations into the claims.”

C. Warring Factions

By this point in the Federal Circuit’s post-Markman history, it was apparent that, despite efforts to find consistency in claim construction, claim construction decisions were increasingly falling into one of two categories:  proceduralist or holistic.  As defined by Professor R. Polk Wagner of the University of Pennsylvania Law School, “proceduralist” constructions are those where the “primary focus [is] on ‘ordinary meaning’ of claim language; [finding the] specification only useful if it provides a clear definition; [and] typical[ly rely on the] use of dictionaries [and] experts for ‘ordinary meaning.’”
  The “holistic” approach, on the other hand, is characterized by a “primary focus on ‘context’ of claim language, via inferences from [the] specification; [and] prosecution history; [with] little interest in dictionaries, [or] ‘plain meaning.’”
  

Put another way, 

The “procedural” camp . . . start[s] with the ordinary meaning (typically gleaned from a dictionary), and stray[s] from that meaning only if the intrinsic record indicates a clear redefinition of the claim term or a clear disclaimer of claim coverage.  The “holistic” camp tries to determine what the patented invention really is, by looking at the entire patent and the prosecution history, and the works that invention back into the language of the claims—kind of a “gestalt” approach.  Generally, the “procedural” approach produce[s] broader claim constructions, as it looks to dictionary definitions that are often designed to be all inclusive, and typically refuses to limit a patent to the preferred embodiment or embodiments.

According to Professor Wagner’s analysis, prior to the Federal Circuit’s 2005 en banc decision in Phillips v. AWH Corp.,
 approximately one third of the Federal Circuit’s claim construction rulings could be categorized as “holistic,” and the remaining two thirds as “procedural.”

D. The Promise of Phillips
Although the holistic approach was “generally a minority view,”
 the lack of agreement among the judges of the Federal Circuit led to a troubling amount of uncertainty in the claim construction process.
  With consistency in claim construction continuing to elude the Federal Circuit’s decisions, the Court granted en banc consideration of Philips.  In the order granting en banc review of Phillips, the Federal Circuit identified, and invited briefing on, seven distinct questions to be resolved:  

1. Is the public notice function of patent claims better served by referencing . . . dictionaries . . . or by looking primarily to the patentee’s use of the term . . . ? 

2. If dictionaries should serve as the primary source for claim interpretation, should the specification limit the full scope of the claim language (as defined by the dictionaries) only when the patentee has acted as his own lexicographer . . . ?

3. If the primary source for claim construction should be the specification, what use should be made of dictionaries . . . ? 

4. Instead of viewing the claim construction methodologies in the majority and dissent of the now-vacated panel decision as alternative, conflicting approaches, should the two approaches be treated as complementary methodologies . . . ?

5. When, if ever, should claim language be narrowly construed for the sole purpose of avoiding invalidity . . .?  

6. What role should prosecution history and expert . . . play in determining the meaning of the disputed claim terms?
7. [I]s it appropriate for this court to accord any deference to any aspect of trial court claim construction rulings?
 

As Judge Mayer explained in his Phillips dissent, that ambitious recitation of issues to be resolved, “whipp[ed] the bar into a frenzy of expectation,” and resulted in the submission of “more than thirty amici curiae briefs.”
  Reflecting “widespread disenchantment with the Texas Digital experiment,”
 Philips repudiated Texas Digital as “too often . . . condon[ing] the adoption of a dictionary definition entirely divorced from the context of the written description.”
  Consequently, Phillips concluded that intrinsic evidence—specifically the claim language, specification, and prosecution history—is the most reliable evidence to which courts should look in construing claims; extrinsic evidence, including dictionaries, on the other hand, is less reliable and should thus only be used for limited purposes.

Beyond repudiating Texas Digital, however, what exactly Phillips mandates in place of the Texas Digital regime is less certain.  Indeed, Phillips itself admitted its own imprecision:  

[W]e recognize[] that there is no magic formula or catechism for conducting claim construction.  Nor is the court barred from considering any particular sources or requires to analyze sources in any specific sequence, as long as those sources are not used to contradict claim meaning that is unambiguous in light of the intrinsic evidence.

Nevertheless, Phillips’ rejection of the proceduralist approach, embodied by Texas Digital, suggested the ascendancy of the holistic approach—viewing patents as “integrated written instrument[s],”
 with claims that must be read on view of the specification of which they are a part.  Apparently returning to the Vitronics framework, the court reaffirmed that the specification “‘is always highly relevant to the claim construction analysis.  Usually, it is dispositive; it is the single best guide to the meaning of a disputed term.’”

II. WHERE ARE WE?  Post-Phillips Claim Construction

In the nearly two years since Phillips was decided, have we seen a change in the methodology applied by the Federal Circuit?  Has the Federal Circuit achieve any greater level of consistency?  Indeed, did Phillips matter at all?  Unfortunately, for the practitioner seeking predictability, the answer to these questions appears to be “No.”  

A. Recent Cases

First, an anecdotal review of some of the more notable post-Phillips claim construction decisions indicates that the court continues to be divided into two camps:

PROCEDURALIST

Network Commerce, Inc. v. Microsoft Corp., 422 F.3d 1353 (Fed. Cir. Sept. 8, 2005) (Mayer, Friedman, DYK):

Federal Circuit affirms summary judgment that Microsoft’s Windows Media Player, alone or in combination with metafiles, did not infringe NC’s claims for a method and system of purchasing audio files or other electronic information over a computer network using a “download component.”
Claim construction: The Federal Circuit construed “download component” to require a file or program that interacts directly with a computer’s operating system to coordinate the data download.  The Federal Circuit looked to the specification (in which all download components included an executable component) to construe the claims.  The Court also dismissed the declaration of NC’s expert because “conclusory, unsupported assertions by experts as to the definition of a claim term are not useful to a court,” and because the expert’s testimony was contrary to the specification, and unsupported by “references to industry publications or other independent sources.”
Cross Med. Prods., Inc. v. Medtronic Sofamor Danek, Inc., 424 F.3d 1293 (Fed. Cir. Sept. 30, 2005) (Schall, Gajarsa, LINN):

Cross’s patent involves orthopedic surgical implants used to stabilize and align vertebrae.

Claim constructions:  

· “operatively joined” occurs when the two body parts ”are connected and in contact such that the device is effective to perform” the recited purpose because (i) the dictionary defines “joined” to describe the relationship between the recited parts are “brought together or connected to form a single unit, a whole, or a continuity”; (ii) the specification confirms the parts must be in contact, precluding a construction in which the parts are connected without contact; (iii) “operatively” ”is often used descriptively in patent drafting to mean ‘effectively’ in describing the function a relationship between claimed components” and the intrinsic evidence supports this meaning rather than the district court’s “surgically” interpretation.

· “rod ...bear against said channel” does not require that the “channel” be a unitary structure because (i) the claim language does not require “unitary” construction; (ii) the disclosure of only one preferred embodiment is not enough to narrow claim; (iii) there is no disclaimer in the specification or prosecution history.

Sorensen v. Int’l Trade Comm’n, 427 F.3d 1375 (Fed. Cir. Oct. 31, 2005) (Michel, RADER, Linn):

Federal Circuit vacates judgment of noninfringement for patent on a method of injection molding in two steps using materials with “different characteristics.”  

Claim construction:  The Federal Circuit ruled that “different characteristics” can exist when the only difference between the materials is a difference in color, and are not limited to materials having different structures: (1) the claims do not limit the type of characteristics to non-color differences; (2)  the written description noted that “the first and second plastic materials may be either the same material or different materials,” and that the characteristics can include transparency (which is very similar to color); and (3) the rejections and responses during prosecution related to other features of the invention, and the Federal Circuit could “perceive[] no disavowal of scope.”
Note:  The opinion contains an interesting juxtaposition of claim construction rules: “During prosecution, a patent applicant may consistently and clearly use a term in a manner either more or less expansive than it is used in the relevant art, thereby expanding or limiting the scope of the term in the context of the patent claims.  However, in order to disavow claim scope, a patent applicant must clearly and unambiguously express surrender of subject matter during prosecution.”
Dorel Juvenile Group, Inc. v. Greco Children’s Prods., Inc., 429 F.3d 1043 (Fed. Cir. Nov. 7, 2005) (Newman (dissent), CLEVENGER, GAJARSA):

Federal Circuit vacates summary judgment of noninfringement for child car seat “removable secured” to a base.  

Claim construction:  All three Federal Circuit judges agreed that the district court was right in construing “removable” to mean that the seat still works as a seat after being removed, but not requiring that it be “easily” separated.  The majority noted that the written description said little on this point, that the invention was directed more to a cup holder than to any “resolvability,” and that easy separation is common with child seats, so one would have expected the inventors to say so if they wanted easy separation.  The accused seat had one-way screws that could only be reached by pulling the upholstery off the seat, and could only be removed with a special tool (though the tool could be obtained).  The majority decided that the district court improperly took the question of resolvability from the jury.

In dissent, Judge Newman felt that permanent attachment with one-way screws, designed and intended to be permanent, could not reasonably be viewed as “removable.”  She also noted that the relevant limitations were added during prosecution after a rejection over prior art having a unitary base structure.

Pfizer, Inc. v. Teva Pharmaceuticals USA, Inc., 429 F.3d 1364 (Fed. Cir. Nov. 22, 2005) (Newman, Rader, PROST):

Federal Circuit affirms entry of preliminary injunction on patent for ACE inhibitors that use a metal-containing stabilizer and “saccharide” for stability (Accupril for heart disease).  

Claim Construction:  The district court properly rejected Teva’s invitation to construe “saccharide” as “sugar”:  (1) the claims do not say “sugar” or distinguish between long polysaccharides and short ones; (2) although the written description stated “saccharides (i.e., sugars)” in one area, it also plainly treated saccharides more broadly by identifying limited parameters for what were NOT saccharides and referred to certain non-sugars as saccharides; (3) the Federal Circuit was hesitant to adopt a meaning limited to preferred embodiments; (4) the district court did not err in confirming its views with extrinsic evidence such as dictionaries, and Teva’s extrinsic evidence was off-base; (5) a different definition for the term to which the parties stipulated in another litigation was not binding because it was explicitly limited to that litigation; and (6) the claim language was not sufficiently ambiguous to warrant application of the “construe to save its validity” doctrine.  

Schoenhaus v. Genesco, Inc., 440 F.3d 1354 (Fed. Cir. Mar. 15, 2006) (MICHEL, Gajarsa, Linn):

Federal Circuit affirms summary judgment of noninfringement for patent on an “orthodic device for preventing hyperpronation [and having] a rigid heel seat.”  

Claim Construction: The Federal Circuit agreed with the district court that, although the patent’s written description indicated that the invention was both an insert and a shoe having a special interior portion, the claim only covered the former because it recited an “orthodic device,” and because some claims in the patent made no sense when the patentee’s proposed definition was substituted for the claim term.  For the term “rigid,” the Federal Circuit agreed that the device itself had to be rigid since it had to be an item separate from the rest of the shoe.  The claims could not cover semi-rigid devices simply because the written description indicated that the rigidity could vary, because such a description was not clear enough to show an intent to be a lexicographer.  Also, the Examiner’s failure to indicate why he added the term to the claims during prosecution did not require such a construction, because there were other reasons why he could have added it, and there is a Warner-Jenkinson presumption that it was added for patentability.  Even if the written description allowed for semi-rigid material outside the insert, the addition of “rigid,” during prosecution, to describe the insert surrendered coverage of semi-rigid inserts.

 

Atofina v. Great Lakes Chem. Corp., 441 F.3d 991 (Fed. Cir. Mar. 23, 2006) (LOURIE, Rader, Dyk (concur-in-part/dissent-in-part)):

Federal Circuit affirms judgment (bench trial) of noninfringement, but reverses judgments of anticipation and inequitable conduct.  The patent covers a chemical process that uses a “chromium catalyst.”
Claim Construction:  The district court did not err in looking to technical dictionary definitions of “catalyst,” since the patent did not define the term or use it inconsistently with the dictionary definitions. The district court properly excluded catalysts containing non-chromium substances or non-inert additives because the written description emphasized the use of “pure chromium (without the addition of another metal oxide),” among other such statements, and the prosecution history spoke of “the criticality of utilizing more limited argument during prosecution.  

Wilson Sporting Goods Co., v. Hillerich & Bradsby Co., 442 F.3d 1322 (Fed. Cir. Mar. 31, 2006) (Lourie, RADER, Bryson):

Federal Circuit vacates stipulated Rule 54 judgment of noninfringement for a patent on a double-walled softball bat with a “gap” between the walls, and where an “insert” forms the inner wall.  

Claim Construction:  The terms “gap” and “insert” did not require an annular, concentric relationship, since the ordinary meaning of the terms was broad, and other claim terms and dependent claims recited different geometrics for the gap.  Also, by its ordinary meaning, the insert did not have to be hollow or rigid.  The bat only had to be rigid enough to work, and the applicant merely distinguished the prior art during prosecution for being “collapsible.”
HOLISTIC

On Demand Mach. Corp. v. Ingram Indus., Inc., 442 F.3d 1331 (Fed. Cir. Mar. 31, 2006) (NEWMAN, Mayer, Bryson):

Federal Circuit reverses judgment (jury trial) of infringement for patent showing a kiosk that allows people to browse electronically for books and then print any selected book.  The accused system is in a central location and generally fills batch orders from companies like Amazon.com.  The Federal Circuit narrows every one of the district court’s claim constructions.

Claim Constructions:

“Sales Information”:  This term requires storage of simple information that describes a book and promotional material, because:  “the scope and outer boundary of the claims is set by the patentee’s description of his invention. (citing Phillips).  The specification [here] makes clear that sales information is that which would help the consumer to choose a book.  We agree with the defendants that the prosecution history requires this claim construction, for the inclusion of promotion information was a material distinction [in the specification and on re-exam] from the prior art.”
“Customer”:  This term should have been limited to end users: “when the scope of the invention is clearly stated in the specification [though not clear enough to be a disclaimer], and is described as the advantage and distinction of the invention, it is not necessary to disavow explicitly a different clam scope….  In Phillips, the en banc court explained that the role of the specification is to describe and enable the invention .  In turn, the claims cannot be of broader scope that the invention that is set forth in the specification” Moreover, the “focus” of the patent was book generation for an end user.

Preamble:  the preamble, which spoke of “high speed manufacture of a single book,” was a limitation because “it states the framework of the invention, whose purpose is rapid single-copy printing,” which was “fundamental” to the invention.

Note:  “[E]ach term must be construed to implement the invention described in the specification . . . .  Care must be taken lest word-by-word definition, removed from the context of the invention, leads to an overall result that departs significantly from the patented invention.”
Honeywell Int’l Inc. v. ITT Indus., Inc., 452 F.3d 1312 (Fed. Cir. June 22, 2006) (Mayer, LOURIE, Dyk):

Federal Circuit affirms summary judgment of noninfringement by holding that term “fuel system component” covers only fuel filters, and term “electrically conductive fibers” does not cover carbon fibers, even though they are electrically conductive fibers.  The patent solves electrical arcing problems in plastic fuel filters by impregnating the plastic with conductive fibers.  

Claim Constructions:

“fuel system component”: Although the term is plainly broad, the specification repeatedly spoke of “the present invention” as a fuel filter:  “the public is entitled to take the patentee at his word and the word was that the invention is a fuel filter.”  A fuel filter was not just the preferred embodiment; it was the only embodiment.  In addition, the prior art problem on which the specification focused related to fuel filters.  The patentee’s prosecution statement that the claims were to cover “all fuel components” was not sufficiently clear, and could not overcome the narrow patent disclosure in any event.  

“electrically conductive fibers”:  Although the patent identified carbon fibers as electrically conductive, it criticized them in favor of stainless steel fibers:  “If the written description could talk, it would say, ‘Do not use carbon fibers.’”  The district court did not think the statements were clear enough to mark a disavowal; the Federal Circuit disagreed.  

B. Statistical Review

As noted above, Phillips, at least nominally, signaled a retreat from the proceduralist dogma of Texas Digital.  As the number of post-Phillips proceduralist decisions displayed above suggests, however, the Federal Circuit has yet to wholesale adopt the holistic approach.  Indeed, Professor Wagner has confirmed that, with the exception of a small time window between the Phillips en banc oral argument (February 2005) and the issuance of the Phillips opinion (July 2005), the percentage of procedural versus holistic opinions remains virtually unchanged.  Prior to Phillips, Professor Wagner coded all Federal Circuit claim construction rulings, from 1995 forward, as either “procedural” or “holistic” (and further sub-categorizing each as “weak,” “intermediate,” or “strong”).  Wagner’s analysis suggested that roughly one-third of cases yielded a holistic methodology; the remaining two-thirds, procedural:
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One would expect Phillips’ repudiation of Texas Digital, therefore, to mark a significant change in the Federal Circuit’s reliance on the procedural approach to claim construction.  And, for a time, we did see such a change:

[image: image2..pict]
[image: image3.png]% of opinions coded ‘procedural”

Phillps
arumert




Nevertheless, the change was short-lived:
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Wagner presents several possible explanations for the temporary shift, including that the Phillips opinion, when finally issued, contained language far less holistic than many of the judges may have expected as a result of their conference.  Therefore, despite the precipitous drop in procedural decisions after the oral argument, issuance of the final opinion revealed that the court had not taken the giant leap many in the bar, academy, and perhaps even the court itself, expected.
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III. WHERE ARE WE GOING:  Deference to Trial Courts?

Long a critic of the Federal Circuit’s de novo review of district court claim construction rulings,
 Judge Mayer issued a blistering dissent from the court’s Phillips decision:

While this court may persist in the delusion that claim construction is a purely legal determination, unaffected by underlying facts, it is plainly not the case.  Claim construction is, or should be, made in context:  a claim should be interpreted both from the perspective of one of ordinary skill in the art and in view of the state of the art at the time of invention.  These questions, which are critical to the correct interpretation of a claim, are inherently factual.  They are hotly contested by the parties, not by resort to case law as one would expect for legal issues, but based on testimony and documentary evidence. . . .  In order to reconcile the parties’ inconsistent submissions and arrive at a sound interpretation, the district court is required to sift through and weigh volumes of evidence.  While this court treats the district court as an intake clerk, whose only role is to collect, shuffle and collate evidence, the reality, as revealed by conventional practice, is far different.

Recent statements by other members of the Federal Circuit reveals that Judge Mayer is not alone in his belief that Cybor should be re-evaluated.  In Amgen Inc. v. Hoechst Marion Roussel, Inc., the Federal Circuit declined to re-hear the case en banc, but that denial was accompanied by two concurrences (authored or joined by Judges Lourie, Gajarsa, Dyk, and Linn) and various dissents (authored or joined by Judges Michel, Rader, Newman, and Moore).

Chief Judge Michel expressly admitted he now believes the time has come for reconsideration of Cybor, specifically identifying four flaws with the current regime:  

(1) a steadily high reversal rate; (2) a lack of predictability about appellate outcomes, which may confound trial judges and discourage settlements; (3) loss of the comparative advantage often enjoyed by the district judges who heard or read all of the evidence and may have spent more time on the claim constructions than we ever could on appeal; and (4) inundation of our court with the minutia of construing numerous disputed claim terms (in multiple claims and patents) in nearly every patent case.

Members of the patent law community have long echoed Chief Judge Michel’s criticisms.  As Judge Kimberly Moore noted prior to her recent confirmation to the Federal Circuit, “There’s a real sense of fatalism among the patent trial bar, shared by the district court judges, that no matter how careful we are in trying to apply what the court says about Markman, there’s a high likelihood that on review, the [Federal Circuit] will change the construction of the claims.”

Although the court ultimately refused to re-hear Amgen en banc, the various opinions demonstrate that significant support exists for a reconsideration of Cybor.  When one adds the judges expressing doubt about Cybor in Amgen to Judge Mayer’s long-standing and well-known antipathy towards Cybor, there are now a majority of judges on the Federal Circuit who appear ready to re-evaluate the appropriateness of de novo review of claim construction.

Should the Federal Circuit continue to avoid confronting Cybor head-on, the ambiguity of the Phillips regime may nevertheless present the court with the cover necessary to overrule Cybor sub silentio.  As one commentator explains,

By putting all of the evidence in to a claim construction “stew” and ordering only that each piece of evidence should be given its appropriate weight, the majority [in Phillips] has established a process by which it could easily start deferring to district courts without admitting that it is deferring.  Indeed, the court can no longer complain about a district court’s process, and may focus only on its weighing of evidence or its result.

Among the many critics of Cybor’s de novo standard, one of the most vocal may be Professor Harold Wegner.  Wegner strenuously argues that the factual determinations inherent in district court’s claim construction rulings must be governed by Federal Rule of Civil Procedure 52(a)—precluding the factual findings of a court from being overturned except where they are “clearly erroneous.”
  Moreover, Wegner points out that the Supreme Court never lent its imprimatur to the de novo review of claim construction rulings.  Indeed the Supreme Court “never considered the de novo standard of review as an issue necessary for decision in Markman because the question presented in Markman was narrowly focused upon whether a judge or jury should make the claim construction determination.”
  

Even if the Federal Circuit neither reconsiders Cybor nor begins silently granting deference to district courts, Cybor may not be long for this world.  Professor Wegner concludes a recent paper by suggesting that Amgen may present an appropriate vehicle for the Supreme Court to consider Cybor, calling Amgen, “A Perfect Certiorari Storm.”  Sure enough, on March 23, 2007, Amgen filed its petition for certiorari, specifically requesting the Court overturn Cybor.  In its petition, Amgen describes the de novo review of claim constructions as, 

a practice that has been lambasted for years by bench, bar, and academy because—as this case glaringly demonstrates—it not only produces inaccurate results, but also misallocates judicial resources, spawns needless disputes, prolongs litigation, and destroys certainty. . . .   The Federal Circuit has since read Markman to mean that claim construction is a purely legal exercise, and announced that it owes no deference to any aspect of a district court’s claim construction.   But the Federal Circuit is wrong.

Whether Amgen’s analysis will move the Supreme Court is unknown.  Nevertheless, whether the catalyst for change will be internal or external to the Federal Circuit, some abrogation of Cybor rule appears inevitable.
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