Improving Your Markman(s)manship: A Primer on the Fundamentals of Preparing for and Presenting A Markman Hearing

Hon. William G. Bassler (Ret.)

The fundamentals of preparing for and conducting an effective Markman hearing can be organized into three main points: what I call the three Ps.  This is not to be confused with the Four Ps, a popular Irish Pub in Washington, D.C.  The three Ps are Preparation, Practice, and Presentation.  Most likely you have heard or read this material before.
  But as Samuel Johnson, observed, we need to be reminded more often than we need to be taught.

The Applicability of Fundamental Trial Skills

Before we get to the three Ps, we first need to remind ourselves that the basic skills of a trial lawyer
 apply equally well to conducting a Markman hearing.  In your opening statement you’ll avoid personal opinions and overstating the evidence.  You’ll impress the court by frankly acknowledging and not ignoring the weaknesses in your own case.  These weaknesses will be exploited by your adversary anyway and won’t disappear just because you’re reluctant to talk about them. In your direct examination you’ll be logically organized and keep it simple.  As to exhibits, you will have thought through ahead of time the foundation requirements for admissibility. Because the purpose of a Markman hearing is to determine as a matter of law the interpretation of the claims, it is easy to forget lurking evidence issues.  On cross-examination you’ll remember not to argue with the witness, not to repeat the direct examination, and to use leading questions.  And, of course, in your closing argument you’ll argue the strengths and address the weaknesses of your case, while highlighting your most telling exhibits.  The point is that all of the qualities that make for effective trial advocacy apply to the preparation and execution of a Markman hearing. 

Preparation

Acknowledging by way of background the importance of general trial skills, let’s focus now on what we need to remember about preparing specifically for a Markman hearing.  Knowing what the judge wants, expects, and requires is critically important. So as a matter of course you will want to check out the patent cases that your judge has adjudicated to get a reading on the judge’s individual practices.  Does the judge hold separate Markman hearings?  If so, when?  Early in the case or after close of discovery?  Perhaps she conducts the hearing at the preliminary injunction or summary judgment stage or during trial.  You certainly want to know whether the judge permits or requires a tutorial on the science, and whether the tutorial is to be neutral without any or little argumentation.  You will want to learn whether the judge requires the parties to agree on an expert or permits each party to put on their own expert with live testimony subject to cross examination. How much time will you have for the hearing?  Contacting the magistrate judge early on may be helpful, particularly when the judge has been recently appointed and has not had the opportunity to think about what practices he prefers.  It would also help to talk to lawyers who have had Markman hearings before your judge.  Judges, believe it or not, have been known to have some idiosyncrasies.  “Forewarned is forearmed.”

When you are not sure of the court’s ground rules, many judges, particularly if they are inexperienced with patent cases, may very well appreciate receiving from you and your adversary a joint submission as to what works best in your case. At least consider suggesting a joint conference to consider the ground rules.  When it comes to Markman hearings, knowing your judge is more important than knowing yourself.

 Of course, this guess work is removed when the judge’s practices are listed on the judge’s or the court’s Web site, or contained in local rules.
  It goes without saying that you must determine whether there are local rules that govern the Markman hearing.  For example, the United States District Court for the Eastern District of Texas has adopted Patent Rules (Appendix M) that provide for an initial Case Management Conference, a Disclosure of Asserted Claims and Infringement Contentions, as well as Invalidity Contentions, provisions for document production, an exchange of Proposed Terms and Claim Elements for Construction, a Joint Claim Construction and Prehearing Statement, Claim Construction Briefs -- all with specific time requirements
. These rules have bite and woe to the attorney who ignores them.

After figuring out how and when the judge wants to conduct the Markman hearing, if indeed the judge wants one at all, the next important step is to determine how you’re going to educate the judge on the technology involved.  After your own understanding of the applicable law and science, educating the judge on the technology is the next most important part of a Markman hearing.  It can’t be emphasized enough. But when you apply the KISS principle (Keep It Simple, Stupid) be careful about who you’re calling stupid.  We all know that the underlying patent principles are, for the most part, comprehensible enough, but, most technology is not. Hence the need for a tutorial.  For unless the judge understands the science in vain does the lawyer argue.  Here your choice of an expert to explain the technical issues for the tutorial, and if permitted the Markman hearing itself, is critical

Take your time and use all the available resources in selecting your expert.  It often will make the difference as to whether or not you convince the court of your claim interpretation.  And make sure you remember to review prior contradictory testimony and publications of the expert.  Embarrassment is bad but loss of credibility is worse.

Besides having technically expert witnesses who can teach, another important way to educate the judge is to have demonstrative exhibits that can explain complex technology.  Lawyers are good with words but not so good when it comes to pictures.  Like juries, judges are accustomed to seeing trial graphics.  Where the case warrants it (and if it doesn’t, why then hasn’t it been settled?), it is money well spent to enlist the help of professionals specializing in litigation support to prepare the demonstrative exhibits. Make sure your adversary has seen the demonstrative exhibits well in advance of the hearing.  Nothing irritates a judge more than to have to stop and sort out objections to exhibits during the hearing.  And while we’re on the topic of objections, where the claim construction briefs are accompanied by an appendix of exhibits -- such as prior art, treatises, excerpts from expert and inventor testimony -- objections should be made well in advance of the Markman hearing.

Care must also be taken to teach the judge about the applicable law. Too often lawyers argue in too general terms and don’t particularize the law to the facts of the case.  In some places and with some judges, the attorney can safely assume that the judge is familiar with patent jurisprudence.  But that is not true in those districts where the judges are not frequently exposed to patent litigation.
  The judge and the judge’s law clerk will need to be educated.  While it may not be true that inexperienced judges approach patent litigation with the existentialist’s “fear and trembling,” it’s a safe bet they’re not looking forward to it either.

Practice

Let’s move on from first P for Preparation to second P for Practice.  Dale Carnegie, in his book Public Speaking, wrote about the importance of practicing public speaking to be confident and convincing.  But how does a lawyer get enough experience to be sure that his Markman presentation is effective?  How can you be certain that your presentation of the scientific points is as clear and as persuasive as possible?

One answer is to use the services of a litigation consulting firm.  Just as they can help create effective trial graphics, litigation consulting firms, with their expert communication skills, can also be of enormous help in the area of persuasion.  Or you can have a mock hearing yourself before a retired judge or judges with lawyers from your firm or even another firm playing the role of your adversary.  JAMS, an organization with which I am associated, is often called upon to provide a retired judge to conduct a mock hearing.  I recently had the opportunity to work with several litigation consulting firms: Zagnoli, McEvoy and Foley (ZMF) in Chicago and LGA Litigation Strategists in New York City.  With an attorney in one case and several retired federal judges in another, we listened to and evaluated the presentation of a summary judgment motion and a mock Markman hearing.  The presenter was put through his paces, facing a barrage of penetrating questions that tested his understanding of the case and his ability to deal persuasively with his opponent’s arguments.  The attorney also benefitted from the critique of the substance and delivery of his presentation.  Of course, as I said, this kind of practice can be done in house, but there are obvious benefits from enlisting the help of professionals.  In any event, the benefit of practicing is that it makes you concentrate not just on how to explain the technology   but on how to persuade the court to accept your claim interpretation.

Presentation

And now for the final P -- Presentation.  If you have done your preparation and you’ve practiced, your presentation to the court will nearly take care of itself.  Still there are points to remember.  Lawyers often forget that not only is it important for their witnesses to be credible, but it is equally important for them to be credible as well.  Misciting evidence, misquoting cases, and mischaracterizing the record is deadly when deliberate and toxic even when inadvertent.

Because the question of claim construction is determined by the court as a matter of law, the judge has considerable leeway in determining what weight to give to the evidence and how much reliance to give to the demonstrative exhibits.  This can often lull attorneys into a false sense of security when it comes to evidentiary issues.  Sometimes not enough attention is given to preserving the record for a potential appeal.  You need to make sure you get into evidence the intrinsic record -- the entire published patent and prosecution history.

As to the admission of extrinsic evidence (treatises, expert testimony, and demonstrative animations), attorneys should be prepared to respond to objections of relevancy, authenticity, hearsay and undue prejudice.  Lawyers often erroneously think that because a document is authentic under FRE 901 that makes it a business record admissible as an exception to the hearsay rule under FRE 803(6).

It is also worthwhile to remember that demonstrative exhibits can fall into two categories: The first, FRE 611(a), provides for pedagogical exhibits explaining background technology and scientific concepts, or summary charts of documents already in evidence.  The second, FRE 1006, provides for summaries of voluminous documents not in evidence and is in itself evidence.

But no weight can be given to something that’s not even in evidence.  I had a claim construction case where after the close of the hearing, several days later, one of the parties wanted to move in a bushel basket full of documents without any indication of relevance and without any foundation.  That’s not the way to conduct a Markman hearing.

In addition to giving thought to how to present the evidence, you will want to think about how to structure your presentation to the court.  It is customary to begin with an overview of the legal framework for claim construction.  How much time you spend on that will depend on your judge’s experience.  If it is considerable, you may want to begin with just a citation to a few relevant cases and an update on recent developments.  With an inexperienced judge you might want to spend more time on providing the court with the nuts and bolts of claim construction.

An overview of the legal framework for claim construction can be followed by an explanation of the technology at issue.  Here your expert can instruct the court on the relevant scientific principles, but also assist the court in interpreting the claims from the perspective of a person of ordinary skill in the art at the time of the patent’s effective filing date.
  Practitioners should pay more attention to the relevant time period.  The Markman hearing often takes place years after the patent was applied for and the expert may at the time of the hearing be well above the level of ordinary skill in the art and may have known nothing about the art at the relevant time period.

Pay attention to the questions the courts asks.  They are a window into what the court is thinking, often revealing that the court hasn’t grasped a point that you are trying to get across.  Even when the question from your point of view is a dumb one, answer it and show how your answer supports your position.

If your demonstratives have been creatively construed to address the particular issues, you’ll use them to identify the intrinsic evidence that supports your proposed construction and not your adversary’s.  Explaining the significance of the evidence while presenting the evidence is a great help to the court.

In conclusion, let me remind you of one of the fundamental trial tools: repetition. When you’ve provided the court with the proposed construction, marshaled the supporting evidence and identified persuasive case law, conclude the exercise again with the construction you want the court to adopt The Romans were on to something when they coined the aphorism repetition is the mother of learning. 

A Markman hearing may very well determine the outcome of the entire patent litigation.  Focus on the essentials: how can I best teach the judge and how can I best persuade the judge.  A Markman hearing need not be intimidating if attention is paid to the basics summarized in the three Ps of Preparation, Practice, and Presentation.  Following them should help you to improve your Markman(s)ship.

� I acknowledge my own debt to the excellent essays in the Practicing Law Institute’s How to Prepare & Conduct Markman Hearings , editions  2005 and 2006.


�For two excellent trial advocacy texts see, Thomas A. Mauet, Trial Techniques and Steven Lubet’s Modern Trial Advocacy: Analysis and Practice.


�See Appendix A to Guidelines for Patent Claim Construction-Post-Phillips--The Basics of a Markman Hearing, Federal Bar Circuit Bar Journal, vol. 16, number 1 at p. 30, listing eight district courts with local patent rules and available Web sites.	


�See Rules of Practice for Patent Cases before the Eastern District of Texas: (PR).2-1, 3-1, 3-3, 3-4, 4-1, 4-3.


�For example see Micro International Limited v. Monolithic Power Systems, Inc. 467 F.3d 1355 (Fed. Cir. 2006) holding that the district court did not abuse its discretion under local rule in finding that plaintiff did not act diligently in moving to amend its infringement contentions and denying leave to supplement expert report and affirming court’s grant of summary judgment of non-infringement.


� This may become less likely in the future. The House of Representatives recently passed legislation (H.R.34) to create a pilot program where judges who request to hear patent and plant variety protection cases would be designated by the chief judge to do so. See the Feb. 20, 2007 issue of United States Law Week.


�Phillips v. AWH Corp., 415 F.3d 1303, 1312 ( Fed. Cir. 2005)
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